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In re the Applicjation of: Seeichi Murakami 

Group Art Unit: 4147 

Serial No.: 10/568,416 

Examiner: John X Morris 

Filed: February 14, 2006 

RT.O. Confirmation No.: 7562 

Docket: 060118 

Date: September 10, 2009 

For: TRANSPARENT TOUCH PANEL AND 
ELECTRONIC APPARATUS 

ARGUMENTS with PRE^APPEAL BRIEF REQUEST FOR REVIEW 

Commissioner for Patents 

P.O. Box 1450, Alexandria, VA 22313-1450 

Sir: 

A Notice of Appeal and a Pre- Appeal Brief Request For Review are submitted herewith. 
The Applicant's arguments are as follow: 

(1-2) Claims 1, 2, 3, 5, 6, and 7 are rejected under 35 U.S.C. §102(b) as being anticipated 
by Furuhashi et ai., US 2002/0000979. This rejection was respectfully traversed. 

U-shape. In the Response to Arguments on page 2, the Examiner first states that U-shape 
is not recited in the claims. However, the feature is recited in claim 8. The Applicant's remarks 
re claim 8 were germane, regardless of where stated, because claim 8 was not yet rejected. With 
respect, claim 8 appears not to have been examined. 

"Paste.'* The Examiner asserts that the dabs of conductive paste 8CH and SDH must 
be holding something because they are "paste,*' which the Examiner equates to adhesive. 
The Examiner writes (page 2, line 13), "paste is to hold things together ... the edges are held 
together with the paste and without the paste the edges would not be held together." With 
respect, however, the dictionary, the reference itself, and logic all contradict the Examiner, as 
follows: 

(1) Paragraph 0101 of Furuhashi states, "The upper and lower substrates 1 and 2 are 
panel-aligned with each other through adhesive materials 8A to 8D.*' These are disclosed as 
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double-sided tape, etc, in paragraph 0106. Are the pastes "8£H" and "8£H" then sub-parts of 
the adhesives 8C and 8D7 

No. Paragraph 0108 states that "conductive paste 8CH, SDH [are] provided to penetrate 
the adhesive materials 8C and 8D partially." A subpart does not "penetrate'* the whole. Also, 
this penetration is illustrated clearly in the middle view of Fig. 2, and more especially the 
exploded sub-view withm a dashed-line circle, which shows a gap between the paste and the 
adhesive. 

(2) The word "paste" does not only mean adhesive, and therefore the Exanuner's 
assertion overreaches. The Random House Dictionary defines paste as '^any material or 
preparation in a soft or plastic mass ... dough [for] pie crust ... pasta ... semisoft firuit confections 
... food reduced to a smooth soft mass, as for a relish ... a mixture of clay, water, etc. ... glass 
[for] unitation gems ... a hard smack, blow, or punch." Of the nine nouns, only one is related to 
adhesion: "a mixture of flour and water ... causing paper or other materials to adhere.'* 

According to the dictionary, only flour and water constitute an adhesive paste, and the 
paste 8CH, SDH of Furuhashi, lacking both flour and water, is excluded from this definition: it 
evidently comes under "any material or preparation in a soft or plastic mass," which is not stated 
to be adhesive by the dictionary. 

(3) Still further, the paste is not "in direct contact with at least one peripheral edge'* as the 
claim recites. The Examiner asserts (page 2, line 13), "the fact that the paste is in between the 
two surfaces does not exclude it from holdmg tlie edges together." The Applicant agrees that 
there is no exclusion, but exclusion is logically inunaterial to the rejection. The question as to 
this rejection is, does it actually hold the edges together? 

A reference anticipates a feature if it discloses it, not if it is not excluded from disclosing 
it. If that weie the legal standard, then any reference would anticipate any invention. 

It is noted that the Examiner states, "The applicant argues that ... conductive paste is not 
conductive." Clarification is requested. The Applicant protests against having argued any such 
logical impossibility. 

-2- 
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Lead-Out Terminals. The Applicant argued that "Furuhashi's substrate 1 has no 
lead-out terminals anywhere near the periphery " to which the Examiner replied (page 2, line 
17), "Furuhashi teaches lead-out terminals in figure 2." However, only the substrate 2 possesses 
such terminals; Furuhashi^s upper substrate 1 lacks them. Therefore, the reference does not 
anticipate the Applicant's feature: "a plurality of lead-out terminals ... extending to the 
peripheral edges of tlie first substrate and the second substrate." 

Notch. The Examiner has not clarified the asserted correspondence between the claimed 
features and the specific elements of the reference, but element 8C is applied against the claimed 
notched portion of claim 3 (bottom of page 4), 

The Examiner asserts (bottom paragraph on page 2) that the Applicant has not argued 
against the rejection. However, the Applicant argued that "the notch 8c [i.e., 8C] is not formed 
in a portion of a substrate/' while claim 3 recites "notched portions formed in a portion of the 
second substrate;" therefore the Applicant's remai^c is directly related to patentability. Element 
8C of Furuhashi is an adhesive (as mentioned above). 

The connection region 10 — vMch is not applied — ^is not in contact with holding 
members. Fig. 3 shows a narrow gap between the adhesive 8C and the coimection region 10. 

(3-5) Claims 4, 8, and 9 are rejected under 35 U.S.C. §103(a) as being obvious over 
Furuhashi in view of Takashi, JP 200 1 87237. This rejection was respectfully traversed. 

Grooves. The Examiner takes Official Notice of the grooves recited in claim 4. The 
Examiner was requested to produce an actual reference, as required by the MPEP, but has not 
done so. Therefore the rejection is, with respect, improper. 

Terminals. Like Fxmihashi, Takashi does not disclose lead-out terminals extending to 
the edge of both substrates. 

Clips. The clips 13 of the new Takashi reference hold one of the two glass substrates 3, 4 
(namely, 4) to a wiring board base 7 which is, apparently, not transparent. Unlike the clamied 
holding members, they do not have portions "inserted between the transparent first substrate and 
the second substrate" as the last paragraph of claim 1 recites. 

"3- 
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In sutxunary» the rejection is respectfully submitted to contain errors and omissions. The 
examiner's re-consideration is requested. 



Respectfully submitted, 
KRATZ, QUINTOS & HANSON, LLP 



NSB/lrj 

1420 K Street, RW. 
Washington, D.C- 20005 
(202) 659-2930 




-'4 

Jick S. Bromer 
Attorney for Applicant 
Reg. No. 33,478 



23850 

PATENT & TRADEMARK OFFICE 



I hereby certify that this correspondence is being facsimile transmitted to the Patent and 
Trademark Office (Fax No. (571-273-8300) on September 10, 2009. 



Nick Bromer (reg. no. 33,478) 



Signature . 
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